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Status 

1 )□ Responsive to communication(s) filed on . 

2) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

3) I3 Claim(s) 1-34 is/are pending in the application. 
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4) D Claim(s) is/are allowed. 

5) KI Claim(s) 7-34 is/are rejected. 
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Application Papers 

8) D The specification is objected to by the Examiner. 
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Priority under 35 U.S.C. § 1 1 9 
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2. ^ Certified copies of the priority documents have been received in Application No. PCT/JP03/00525 . 

3. [3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
• See the attached detailed Office action for a list of the certified copies not received. 
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Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent 
Applications for Patent Subject Matter Eligibility" (Official 
Gazette notice of 22 November 2005) , Annex IV, reads as 
follows : 

Descriptive material can be characterized as either "functional 
descriptive material" or "nonfunctional descriptive material." In this 
context, "functional descriptive material" consists of data structures 
and computer programs which impart functionality when employed as a 
computer component. (The definition of "data structure" is "a physical 
or logical relationship among data elements, designed to support 
specific data manipulation functions." The New IEEE Standard 
Dictionary of Electrical and Electronics Terms 308 (5th ed. 1993).) 
"Nonfunctional descriptive material" includes but is not limited to 
music, literary works and a compilation or mere arrangement of data. 

When functional descriptive material is recorded on some computer- 
readable medium it becomes structurally and functionally interrelated 
to the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to be 
realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 
1035 (Fed. Cir. 1994) (claim to data structure stored on a computer 
readable medium that increases computer efficiency held statutory) and 
Warmerdam, 33 F.3d at 1360-61, 31 USPQ2d at 1759 (claim to computer 
having a specific data structure stored in memory held statutory 
product-by-process claim) with Warmerdam, 33 F.3d at 1361, 31 USPQ2d 
at 1760 (claim to a data structure per se held nonstatutory) . 

In contrast, a claimed computer- readable medium encoded with a 
computer program is a computer element which defines structural and 
functional interrelationships between the computer program and the 
rest of the computer which permit the computer program's functionality 
to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583-84, 
32 USPQ2d at 1035. 



Claims 1-33 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter 
as follows. Independent Claims 1, 11, 18, 20, 25 and 32 each 
defines a recording medium embodying functional descriptive 
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material such as the claimed "data" . However, the claims do 
not define a computer- readable medium or memory and are thus 
non-statutory for that reason (i.e., u When functional 
descriptive material is recorded on some computer-readable 
medium it becomes structurally and functionally interrelated to 
the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to 
be realized" - Guidelines Annex IV) . That is, the scope of the 
presently claimed recording medium can range from paper on 
which the program is written, to a program simply contemplated 
and memorized by a person. The examiner suggests amending the 
claims to embody the program on "computer- readable medium" or 
equivalent in order to make the claim statutory. Any 
amendment to the claims should be commensurate with its 
corresponding disclosure. 
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Claim Rejectiona - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs 
of 35 U.S. C. § 102 that form the basis for the rejections under 

this section made in this Office action: 

A person shall be entitled to a patent unless -- 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to 
the date of application for patent in the United States 

3. Claims 1-4, 6-23 and 25-34 are rejected under 35 U.S.C. § 
102(b) as being anticipated by Maeda et al . (U.S. Patent 

6, 072, 759) . 

4. Maeda teaches a recording medium having all the elements 
and means as cited in claim 1-4 and 6-10. For example, Maeda 
teaches the following: 

(a) with respect to Claim 1, the data is spirally or 
concentrically recorded (Fig. 1A) , predetermined data (for 
example, headers) is repetitively recorded in a circumferential 
direction at almost regular intervals (Fig. 6A; column 7, lines 
30-35) . 

(b) with respect to Claim 2, the intervals at which the 
predetermined data (header) is recorded are set on the basis of 
a linear velocity and the number of times of the repetitive 
recording of the predetermined data (Fig. 6A; the medium is 
rotated at a CLV and a track contains a plurality of headers) . 
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(c) with respect to Claim 3, the predetermined data 
(header) has been encoded by an error detection code and/or an 
error correction code (all data are digitally encoded in order 
to be written on the medium) . * 

(d) with respect to Claim 4, the predetermined data is 
recorded as a subcode (Fig. 3A; data such as file management 
information are considered as subcode) . 

(e) with respect to Claim 6, the predetermined data is 
identification data to identify (book type, layer number, and 
disc size etc.) the recording medium (Figs. 8A-8D) . 

(f) with respect to Claim 7, the identification data is 
data regarding manufacturing of the recording medium (Fig. 8C) . 

(g) with respect to Claim 8, the data regarding the 
manufacturing is data showing a manufacturer of the recording 
medium (Fig. 8C) . 

(h) with respect to Claim 9, the identification data is 
data regarding use of the recording medium (Figs. 8A-8D) . 

(i) with respect to Claim 10, the data regarding the use 
of the recording medium is data showing the user (such as disc 
name) of the recording medium (Fig. 12) . 
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5. Method claims 20-23 are drawn to the method of using the 
corresponding apparatus claimed in claims 1-4. Therefore 
method claims 20-23 correspond to apparatus claims 1-4 and are 
rejected for the same reasons of anticipation as used above. 

6. Method claims 32 and 33 are drawn to the method of using 
the corresponding apparatus claimed in claims 1 and 2 . 
Therefore method claims 32 and 33 correspond to apparatus 
claims 1 and 2 and are rejected for the same reasons of 
anticipation as used above. 

7. Maeda teaches a "recording medium having all the elements 
and means as cited in claim 11-17. For example, Maeda teaches 
the following: 

(a) with respect to Claim 11, the recording medium on 
which data is spirally or concentrically recorded (Fig. 1A) , 
wherein, a plurality of different predetermined data (header) 
is repetitively recorded in a circumferential direction at 
predetermined intervals every said predetermined data (Fig. 6A; 
column 7, lines 30-35) . 

(b) with respect to Claim 12, one of the plurality of 
different predetermined data (such as TOO. is management data 
for managing the other predetermined data (Fig. 6A) . 
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(c) with respect to Claim 13, one of said plurality of 
different predetermined data is data which has previously been 
recorded (Fig. 6A; data such as layer number is previously 
recorded during the manufacturing process of the medium) . 

(d) with respect to Claim 14, the previously recorded 
predetermined data is the management data (Fig. 6A; layer 
number is one of the management data) . 

(e) with respect to Claim 15, the management data (such 
as TOC) is data showing the number of the plurality of 
different predetermined data (such as sector numbers) which is 
recorded onto the recording medium, the number of previously 
recorded predetermined data among the plurality of different 
predetermined data, and the number of predetermined data which 
can be recorded onto the recording medium among the plurality 
of different predetermined data (Fig. 6A-6D) . 

(f) with respect to Claim 16, the previously recorded 
data is data showing a manufacturer of the recording medium 
(Fig. 8D) . 

(g) with respect to Claim 17, the predetermined data 
which can be recorded onto the recording medium is data showing 
a user (such as a disc name) who uses the recording medium 
(Fig. 12) . 
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8. Maeda teaches a recording medium having all the elements 
and means as cited in claims 18 and 19. For example, Maeda 
teaches the following: 

(a) with respect to Claim 18, the recording medium on 
which data is recorded onto a plurality of tracks formed almost 
in parallel (Fig. 1A) , wherein predetermined data (header) is 
repetitively recorded in a recording direction (track) at 
almost regular intervals (Fig. 6A; headers are repeatly 
recorded along the track) . 

(b) with respect to Claim 19, the predetermined data 
(header) is recorded in positions which are set on the basis of 
a length of one track and the number of times of repetitive 
recording of said predetermined data (Fig. 6A; headers are 
repeatly recorded along the track) . 
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9. Method claims 25-31 are drawn to the method of using the 
corresponding apparatus claimed in claims 11, 12 and 15. 
Therefore method claims 25-31 correspond to apparatus claims 
11, 12 and 15 and are rejected for the same reasons of 
anticipation as used above. Claims 28, 2 9 and 31 however also 
recite the following limitations which are also taught by the 
prior art of Maeda. For example: 

(a) with respect to Claim 28, the predetermined data is 
recorded as a subcode (Fig. 3A; data such as file management 
information are considered as subcode) . 

(b) with respect to Claim 29, when a unit in which the 
subcode is completed is set to one subcode frame (Fig. 6A; one 
frame is one block of recorded data) . 

(c) with respect to Claim 31, the management data (TOC) 
is data showing the number (sector) of the plurality of 
different predetermined data which is recorded onto the 
recording medium, the number of previously recorded 
predetermined data among the plurality of different 
predetermined data, and the number of predetermined data which 
can be recorded onto the recording medium among the plurality 
of different predetermined data (Figs. 6A-6D) . 
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10. Maeda teaches a recording apparatus having all the 
elements and means as cited in claim 34. For example, Maeda 
teaches the following: 

(a) with respect to Claim 34, detecting means (in optical 
head 32 of Fig. 22) for detecting management data (header) for 
managing predetermined data (TOC, ID etc.) from a disc-shaped 
recording medium 90 on which the management data (header) has 
previously and repetitively recorded in a circumferential 
direction at predetermined intervals (Figs. 6A-6D) ; recording 
means (in optical head 32) for recording data onto the 
recording medium 90; and recording control means 41 for 
controlling the recording means so as to repetitively record 
the predetermined data (TOC) in the circumferential direction 
at predetermined intervals on the basis of the management data 
detected by the detecting means (Figs. 6A-6D and 23A) . 
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Conclusion 

11. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

Shishido et al . (6,804,188) is pertinent because Shishido 
teaches an optical disc with a time management information 
being recorded. 

Ko et al. (6,683,835) is pertinent because Ko teaches an 
optical disc with management information repeatly recorded 
along concentric tracks. 

Sako et al . (6,108,423) is pertinent because Sako teaches 
an optical disc having copy management data being recorded. 

Koya et al . (5,859,821) is pertinent because Koya teaches 
an optical disc having subcode data being recorded. 

Maeda et al . (5,143,861) is pertinent because Maeda 
teaches an optical disc with management information repeatly 
recorded along concentric tracks. 
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12. Any inquiry concerning this communication or earlier 
communication from the examiner should be directed to Kim CHU 
whose telephone number is (571) 272-7585 between 9:30 am to 
6:00 pm, Monday to Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Andrea Wellington, can 
be reached on (571) 272-4483. 

The fax number for the organization where this application 
or proceeding is assigned is (571) 273-8300 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished application is available 
through Private PAIR only. For more information about the PAIR 
system, see http: //pair- direct .uspto.gov . Should you have 
questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9191 (toll free) . 
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